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DETAILED ACTION 

Notice to Applicant 

1 • This communication is in response to the application filed on 08/07/03. Claims 1 - 
21 are pending. 

Claim Rejections ■ 35 (JSC § 101 

2. 35 U.S.C. 101 reads as follows: 

Claims 1-21 are rejected under 35 U.S.C.101 because the claimed invention is 
directed to non-statutory subject matter. 

The basis of this rejection is set forth in a two-prong test of: 

(1) whether the invention is within the technological arts; and 

(2) whether the invention produces a useful, concrete, and tangible result. 

For a claimed invention to be statutory, the claimed invention must be within the 
technological arts. Mere ideas in the abstract (i.e., abstract idea, law of nature, natural 
phenomena) that do not apply, involve, use, or advance the technological arts fail to 
promote the "progress of science and the useful arts" (i.e., the physical sciences as 
opposed to social sciences, for example) and therefore are found to be non-statutory 
subject matter. For a process claim to pass muster, the recited process must somehow 
apply, involve, use, or advance the technological arts. 

In the present case, claims 1, 9 and 17 only recites an abstract idea. The recited 
steps of merely investing at least a portion of one or more assets of a pension plan so 
as to acquire an interest in one or more current, in-force insurance contracts from one 
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or more owners of the one or more current, in-force insurance contracts does not apply, 
involve, use, or advance the technological arts since all of the recited steps can be 
performed in the mind of the user or by use of a pencil and paper. These steps only 
constitute an idea of how to acquire an interest in one or more current, in-force 
insurance contracts. 

Additionally, for a claimed invention to be statutory, the claimed invention must 
produce a useful, concrete, and tangible result. In the present case, the claimed 
invention produces the total value of the pension plan assets (i.e., repeatable) used in 
determining at the same point in time with the same actuarially sound valuation method 
(i.e., useful, and tangible). 

Although the recited process produces a useful, concrete, and tangible result, 
since the claimed invention, as a whole, is not within the technological arts as explained 
above, claims 1, 9 and 17 are deemed to be directed to non-statutory subject matter. 

In order for a claim to be statutory, the claimed invention must produce a useful, 
concrete, and tangible result and having "a computer system" or "a computer-medium" 
tied with the body of the claim in performing the recited steps. 

As such, claims 1 , 9 and 17 do not recite any application or use of the 
technological arts, and thus equally rejected under 35 U.S.C.101 . 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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5. Claims 1-21are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Halley et al (4,969,094) in view of Banks (2003/0018498). 

(A) As per claim 1 , Halley discloses a method which comprises the step of: investing 
at least a portion of one or more assets of a pension plan so as to acquire an interest in 
one or more current, in-force insurance contracts from one or more owners of the one or 
more current, in-force insurance contracts, wherein each of the one or more insurance 
contracts is characterized in that it either (a) provides a plurality of periodic payments 
during the life of an insured or (b) provides a single death benefit on the life of an 
insured, but in either case, the insured is not a beneficiary of the pension plan (Col.2, 
lines 45-68 to Col.2, line 15), the remaining life expectancy of the insured or the 
remaining life expectancy of each of the insureds, when determined at least 
immediately after the acquisition, being such that (i) the total value of the pension plan 
assets, inclusive of the interest so acquired, determined immediately after the 
acquisition, is appreciably greater than (ii) the total value of the pension plan assets, 
exclusive of the interest so acquired and inclusive of the at least a portion of one or 
more assets of the pension plan invested (Col.2, lines 45-68 to Col.2, line 15). 

Halley does not explicitly disclose the respective total values of (i) and (ii) being 
determined at the same point in time and in accordance with the same actuarially sound 
valuation method. 
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However, this feature is known in the art, as evidenced by Banks. In particular, 
Banks suggests the respective total values of (i) and (ii) being determined at the same 
point in time and in accordance with the same actuarially sound valuation method (See 
Banks, Page 3, Paragraph 0024; Page 6, Paragraphs 0047-0048). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have included the feature of Banks within the system of Halley with the 
motivation of providing employer, employees, plan actuary, investment manager, etc., 
with valuable information regarding the financial status of the plan (See Banks, Page 3, 
Paragraph 0024). 

(B) As per claim 2, Banks discloses a method wherein the one or more current, in- 
force insurance contracts are life insurance contracts, and wherein each of the one or 
more life insurance contracts is characterized in that it provides a single death benefit 
on the life of an insured (See Banks, Page 2, Paragraph 0021). 

(C) As per claim 3, Banks discloses a method wherein the remaining life expectancy 
of the insured, or of at least one of the insureds, under the one or more life insurance 
contracts is no more than 20 years (Page 6, Paragraph 0047). 

(D) As per claim 4, Banks discloses a method wherein the remaining life expectancy 
of the insured, or of at least one of the insureds, under the one or more life insurance 
contracts is no more than 15 years (Page 6, Paragraph 0047). 
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(E) As per claim 5, Banks discloses a method wherein the remaining life expectancy 
of the insured or the remaining life expectancy of each of the insureds, when 
determined at any time after the acquisition but prior to the occurrence of death of the 
insured or of any one of the insureds, as applicable, being such that (i) the total value of 
the pension plan assets, inclusive of the interest so acquired, determined immediately 
after the acquisition, is appreciably greater than (ii) the total value of the pension plan 
assets, exclusive of the interest so acquired and inclusive of the at least a portion of one 
or more assets of the pension plan invested, the respective total values of (i) and (ii) 
being determined at the same point in time and in accordance with the same actuarially 
sound valuation method (See Banks, Page 3, Paragraph 0024; Page 6, Paragraphs 
0047-0048). 

(F) As per claim 9, Halley discloses in-force insurance contracts from one or more 
owners of the one or more current, in-force insurance contracts, wherein each of the 
one or more insurance contracts is characterized in that it either (a) provides a plurality 
of periodic payments during the life of an insured or (b) provides a single death benefit 
on the life of an insured, but in either case, the insured is not a beneficiary of the 
pension plan (See Halley, Col.2, lines 45-68 to Col.2, line 15). 

Halley does not explicitly disclose a pension plan comprised of an investment 
portfolio, wherein the investment portfolio is comprised of an interest in one or more 
current. 
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However, this feature is known in the art, as evidenced by Banks. In particular, 
Banks suggests a pension plan comprised of an investment portfolio, wherein the 
investment portfolio is comprised of an interest in one or more current (See Banks, 
Page 5, Paragraphs 0042-0044). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have included the feature of Banks within the system of Halley with the 
motivation of providing employer, employees, plan actuary, investment manager, etc., 
with valuable information regarding the financial status of the plan (See Banks, Page 3, 
Paragraph 0024). 

(G) Claim 1 7 differs form claim' 1 and 9 by reciting an investment product marketable 
to a manager of a pension plan having assets to invest. 

As per this limitation, it is noted that Halley discloses each of the insurance 
contracts having been obtained from one or more owners of the one or more current, in- 
force insurance contracts, wherein each of the one or more insurance contracts is 
characterized in that it either (a) provides a plurality of periodic payments during the life 
of an insured or (b) provides a single death benefit on the life of an insured, but in either 
case, the insured is not a beneficiary of the pension plan (Halley, Col.2, lines 45-68 to 
Col.2, line 15) and Banks discloses the investment product comprising a transferable 
interest in a pool of current, in-force insurance contracts, each of the insurance 
contracts (See Banks, Page 5, Paragraphs 0042-0044). 
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Thus, it is readily apparent these prior art systems utilize an investment product 
marketable to a manager of a pension plan having assets to invest to perform their 
specified function. 

The remainder of claim 17 is rejected for the same reason given above for claims 
1 and 9, and incorporated herein. 

(H) Claims 6-8, 10-16 and 1 8-21 recite the underlying process steps of the elements 
of claims 2-5, and respectively. As the various elements of claims 2-5 have been shown 
to be either disclosed by or obvious in view of the collective teachings of Halley and 
Banks, it is readily apparent that the apparatus disclosed by the applied prior art 
performs the recited underlying functions. As such, the limitations recited in claims 6-8, 
10-16 and 18-21 are rejected for the same reasons given above for claims 2-5, and 
incorporated herein. 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The cited but not the applied art teaches system and method for 
computing a financial projection of a prefunding program for other postretirement 
employee benefits under FASB statement 106 (5,802,500), method and apparatus that 
processes financial data relating to wealth accumulation plans (5,991,744), foundation 
funds generation system and method (2002/0035489) and system and method for 
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creating a defined benefit pension plan funded with a variable life insurance policy 
and/or a variable annuity policy (2002/0198802). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vanel Frenel whose telephone number is 703-305-4952. 
The examiner can normally be reached on Monday-Thursday from 6:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached on 703-305-9588. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). / 
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